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FINAL REJECTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-2, 4-5, 9-13 and 19-20 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Independent claim 1 is deemed to be indefinite in regards to the limitation of: "on 
average from 0.05 to 100% of R 1 , R 2 , and R 3 present in the molecule are not hydrogen". 
The claim is deemed to be indefinite because the Examiner is unable to see how a 
lower limit of "0.05" % is possible in light of formula (I). Assuming for argument sakes 
that in formula (I), n is equal to 1 , then the total number of R 1 , R 2 , and R 3 groups would 
be 12 in the compound (i.e. 4 R 1 groups + 4 R 2 groups + 4 R 3 groups). Since it is 
impossible for any one of R 1 , R 2 , and R 3 groups to be less then a positive integer, this 
means that at a minimum at least 1 out of the 12 total R 1 , R 2 , and R 3 groups is NOT a 
hydrogen group. As such, the minimum calculate percentage of non-hydrogen groups in 
the molecule is approximately 8.33% if n is 1. 

If on the other hand, n is set to the maximum of 7, then a total of 30 R 1 , R 2 , and 
R 3 groups are present in the molecule of formula (I). Since it is impossible for any one of 
R 1 , R 2 , and R 3 groups to be less then a positive integer, this means that at a minimum 
at least 1 out of the 30 total R 1 , R 2 , and R 3 groups is NOT a hydrogen group. As such, 
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the minimum calculate percentage of non-hydrogen groups in the molecule is 
approximately 3.33% if n is 7. 

Likewise, claim 2 is indefinite because it depends on independent claim 1 , and 
also because in regards to the limitation of: "on average from 0.01 to 12 of R 1 , R 2 , and 
R 3 present in the molecule are not hydrogen". Is applicant trying to claim an actual 
number of R 1 , R 2 , and R 3 groups, or did applicant forget to insert a '%' symbol? 

Likewise, claim 20 is indefinite because it depends on independent claim 1, and 
also because in regards to the limitation of: "on average from 1 to 8 of R 1 , R 2 , and R 3 
present in the molecule are not hydrogen". Is applicant trying to claim an actual number 
of R 1 , R 2 , and R 3 groups, or did applicant forget to insert a '%' symbol? 

All other dependent claims are being rejected here because they are dependent 
on a rejected base claim and are thus indefinite. 

Response to Arguments 

Applicant's arguments filed 3/30/09 have been fully considered but are not 
persuasive to put the application in conditions for allowance for the reasons set forth 
above. Additional Examiner comments are set forth next. 

Applicant's assertion that in the Office Action mailed 12/29/08 that claims 1-2, 4- 
5, 9-13 and 19-21 were rejected under 35 U.S.C. 112, second paragraph is incorrect 
only in regards to claim 21 . Claim 21 was in fact withdrawn from consideration as being 
drawn to a non-elected invention since it is dependent on non-elected base claim 6. As 
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such, the claim status identifier of claim 21 as filed in the amendment of 3/30/09 is 
incorrect, and should be listed as --(Withdrawn)-. 

The above rejection under 35 U.S.C. 112, second paragraph remains fully valid 
in spite of applicant's traversal. Applicant's main traversal statement is: "If the scope of 
the claimed subject matter can be determined by one having ordinary skill in the art, a 
rejection using this form paragraph would not be appropriate" (emphasis added; See 
MPEP § 706.03(d), Form Paragraph 7.34.01 Examiner Note).". Such a traversal does 
nothing to advance prosecution in the present application since the Examiner is one of 
ordinary skill in the art and the Examiner has set forth a detailed explanation of why the 
elected claims are in fact NOT clear to one having ordinary skill in the art. Applicant 
than goes on to cite certain sections was made under 35 U.S.C. 112, second paragraph 
NOT under 35 U.S.C. 112, first paragraph. 

Nowhere in applicant's "REMARKS" does applicant make any attempt to actually 
refute the Examiner's made calculations of the minimum percentage of non-hydrogen 
groups in the listed cyclic compound of formula (I). The Examiner, in the above 
rejection, has clearly set forth that when "n" is 1 the minimum calculate percentage of 
non-hydrogen groups in the molecule is approximately 8.33%. When "n" is 7 minimum 
calculate percentage of non-hydrogen groups in the molecule is approximately 3.33%. 
As such, independent claim 1 is indefinite at least because it requires that: "on average 
from 0.05 to 100% of R 1 , R 2 and R 3 present in the molecule are not hydrogen". As 
shown above, applicant's said claim limitation is not possible because the percentage of 
non-hydrogen groups cannot be less than approximately 3.33%. 
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In regards to dependent claims 2 and 20, applicant did not effectively address the 
indefiniteness issues of these claims because applicant did not directly respond to the 
Examiner's statement of: "Is applicant trying to claim an actual number of R 1 , R 2 , and R 3 
groups, or did applicant forget to insert a '%' symbol?". 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Examiner Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner Joseph D. Anthony whose telephone number 
is (571 ) 272-1 117. If attempts to reach the examiner are unsuccessful, the examiner's 
supervisor, Harold Pyon, can be reached on (571) 272-1498. The centralized FAX 
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machine number is (571) 273-8300. All other papers received by FAX will be treated as 
Official communications and cannot be immediately handled by the Examiner. 



/Joseph D. Anthony/ 
Primary Patent Examiner 
Art Unit 1796 

7/7/09 



